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Office Action Summary 



Application No. 

09/475,391 



Art Unit 

2141 

.■ The MAILING DATE of this communicatio n appears on the cover shoot mth the correspondence atfoTess 



Examiner 

April LBaugh 



Applicant(s) 

SILVA ET AL 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

P^^^^*^^--*--*- y a replyb e Wd 

. If NO period for reply is specified above the "11 ABANDONED (35 U.S.C. § 133). 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)H This action is non-final. 

3) D Since this app.ication is in condition for allowance e^J* «^«^ '™~? n 2 S t0 ' S 

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. n,45do.ti.^. 

Disposition of Claims 

4) M Claim(s) 1^55 is/are pending in the application. 

4a) Of the above claim(s) ±35 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 36-55 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

90 The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Exam.ner. 

Applicant may not request that any objection to the dra^ng(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) induding the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

I I) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. §§119 and 120 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)D All b)D Some * c)D None of: . 
1 □ Certified copies of the priority documents have been received. 
? n TPrtified coDies of the priority documents have been received in Application No. 
3D ^crf^llSJeS Copies" of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the ce •» «* re ^" g isjonal application) 

a □ The translation of the foreign language provisional application has been received. 
14D AcLw e gment is made of a daim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a spec, c 
} SSS^ntoM in the first sentence of the specification or in an Appl.cat.on Data Sheet. 37 CFR 1 .78. 
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DETAILED ACTION 



Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1 17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1 . 1 14, and the fee set forth in 37 CFR 1 . 1 7(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1. 1 14. Applicant's submission filed on September 26, 2003 has been entered. 



Response to Amendment 

Applicant has canceled claims 1-35 and added new claims 36-55, therefore claims 36-55 are now 
pending. 



Claim Rejections - 35 USC§ 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(*\ A intent mav not be obtained though the invention is not identically disclosed or described as set forth in 
^^JS tf tte differences between the subject matter sought to be patented and the pnor art are 
S^SS^!^S!ioM have been obvtous at the time the invention was made to a person 

* to which said subject ™ m pertains - Paten,ability s not neg 

manner in which the invention was made. 

3. Claims 36-43 and 47-52 rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent No. 6 081,830 to Schindler in view of Porter and further in view of Applicant Admitted 



Prior Art (AAPA). 
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Regarding claim 36, Schindler teaches a method of providing a buddy list to a network 
user, the method comprising: determining television programming selected for viewing by a 
network user at a networked device (column 2, lines 6-16); selecting a chat room based upon the 
determined television programming (column 3, lines 54-56). 

Schindler does not teach selecting a buddy list based on television programming. Porter 
teaches selecting an initial buddy list from among two or more pre-defined buddy lists based 
upon the determined television programming (column 1, lines 26-27 and column 10, lines 25- 
28). Therefore it would have been obvious to one of ordinary skill in the art to further modify the 
automatic linking to program-specific computer chat rooms of Schindler by selecting a buddy list 
based on television programming because just as a user may choose to chat in a particular chat 
room where those present are discussing a particular program, the user may also want to instant 
message a user from a pre-defined buddy list of users who care to discuss that particular program 

as well. 

Schindler in view of Porter does not teach of a pre-defined buddy list of network users, 
wherein the list displayed on an IM user interface comprises online presence information for the 
members of the list. AAPA teaches each buddy list comprising one or more members defined by 
the network user, the members comprising one or more other network users; and displaying the 
selected buddy list to the network user on an instant messaging user interface, wherein the 
displayed buddy list comprises online presence information for the members of the buddy list 
(pg. 3, lines 12-18). Therefore it would have been obvious to one of ordinary skill in the art to 
further modify the automatic linking to program-specific computer chat rooms of Schindler in 
of Porter by having a pre-defined buddy list of network users, wherein the list displayed on 



view 
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an IM user interface comprises online presence information for the members of the list because 
the user knows which network user care to discuss particular programs so the list must be pre- 
defined and displaying the list on the IM UI allows the user to instant message those that are 
currently online for immediate discussion of the program. 

Regarding claim 47, Schindler teaches a computer program disposed on a computer 
readable medium for providing a buddy list to a network user, the computer program including 
instructions for causing a processor to: determine television programming selected for viewing 
by a network user at a networked device (column 2, lines 6-16); select a chat room based upon 
the determined television programming (column 3, lines 54-56). 

Schindler does not teach selecting a buddy list based on television programming. Porter 
teaches select an initial buddy list from among two or more pre-defined buddy lists based upon 
the determined television programming (column 1, lines 26-27 and column 10, lines 25-28). 
Therefore it would have been obvious to one of ordinary skill in the art to further modify the 
automatic linking to program-specific computer chat rooms of Schindler by selecting a buddy list 
based on television programming because just as a user may choose to chat in a particular chat 
room where those present are discussing a particular program, the user may also want to instant 
message a user from a pre-defined buddy list of users who care to discuss that particular program 
as well. 

Schindler in view of Porter does not teach of a pre-defined buddy list of network users, 
wherein the list displayed on an IM user interface comprises online presence information for the 
members of the list. AAPA teaches each buddy list comprising one or more members defined by 
the network user, the members comprising one or more other network users; and displaying the 
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selected buddy list to the network user on an instant messaging user interface, wherein the 
displayed buddy list comprises online presence information for the members of the buddy list 
(pg. 3, lines 12-18). Therefore it would have been obvious to one of ordinary skill in the art to 
further modify the automatic linking to program-specific computer chat rooms of Schindler in 
view of Porter by having a pre-defined buddy list of network users, wherein the list displayed on 
an IM user interface comprises online presence information for the members of the list because 
the user knows which network user care to discuss particular programs so the list must be pre- 
defined and displaying the list on the IM UI allows the user to instant message those that are 
currently online for immediate discussion of the program. 

Referring to claims 43 and 52, Schindler teaches the method of claim 36 and 47 further 
comprising receiving information indicating a change in the television programming viewed by 
the network user (column 4, lines 59-65); selecting a different chat room based upon the changed 
television programming (column 2, lines 6-16). 

Schindler does not teach selecting a different buddy list from among two or more pre- 
defined buddy lists based upon the changed television programming. Porter teaches selecting a 
different buddy list from among two or more pre-defined buddy lists based upon the changed 
television programming (column 1, lines 26-27 and column 10, lines 25-28). Therefore it would 
have been obvious to one of ordinary skill in the art to further modify the automatic linking to 
program-specific computer chat rooms of Schindler by selecting a different buddy list from 
among two or more pre-defined buddy lists based upon the changed television programming 
because just as a user may choose to chat in a particular chat room where those present are 
discussing a particular program, the user may also want to instant message a user from a pre- 
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defined buddy list of users who care to discuss that particular program as well. Therefore if there 
is a change in television programming then the buddy list of users who choose to discuss the new 

programming will change as well. 

Schindler in view of Porter does not teach displaying the different buddy list to the 
network user on an instant messaging user interface. AAPA teaches displaying the different 
buddy list to the network user on an instant messaging user interface (pg. 3, lines 12-18). 
Therefore it would have been obvious to one of ordinary skill in the art to further modify the 
automatic linking to program-specific computer chat rooms of Schindler in view of Porter by 
displaying the different buddy list to the network user on an instant messaging user interface 
because displaying the new list on the IM UI allows the user to instant message those that are 
currently online for immediate discussion of the new program the user has switched to. 

Regarding claims 37 and 48, Schindler teaches the method of claim 36 and 47 wherein 
determining television programming comprises determining a television network (column 3, 
lines 46-56). 

Referring to claims 38 and 49, Schindler teaches the method of claim 36 and 47 wherein 
determining television programming comprises determining a television show (column 4, lines 
12-16). 

Regarding claims 39 and 50, Schindler teaches the method of claim 36 and 47 wherein 
determining television programming comprises determining a characteristic of a television show 
(column 1, lines 25-26). 
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Referring to claims 40 and 5 1 , Schindler teaches the method of claim 39 and 50 wherein 
determining a characteristic comprises determining a type of the television show (column 1 , lines 
25-26). 

Regarding claim 41, Schindler teaches the method of claim 40 wherein the type 

comprises sports (column 1, lines 23-29). 

Referring to claim 42, Schindler teaches the method of claim 41 wherein determining 
television programming comprises determining a sports team (column 1, lines 23-29). 
4. Claims 44-46 and 53-55 rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent No. 6,081,830 to Schindler in view of Porter and further in view of Applicant Admitted 
Prior Art (AAPA) as applied to claims 36-43 and 47-52 above, and further in view of DeSimone 
etal. 

Regarding claims 44 and 53, Schindler in view of Porter and further in view of AAPA 
teaches multiple buddy lists (column 2, lines 6-16 of Schindler and column 1, lines 26-27 and 

column 10, lines 25-28 of Porter). 

Schindler in view of Porter and further in view of AAPA does not teach different buddy 
list. DeSimone et al. teaches the method of claim 43 and 52 wherein the different buddy list 
differs from the initial buddy list (column 2, lines 4-6 and 12-14 and column 14, lines 63-65). 
Therefore it would have been obvious to one of ordinary skill in the art at the time that the 
invention was made to further modify the automatic linking to program-specific computer chat 
rooms of Schindler in view of Porter and further in view of AAPA by having different buddy list 
because each buddy list will contain users that are interested in discussing different programs 
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therefore as the user changes programs they will have a list of user willing to discuss that new 
program. 

Regarding claims 45 and 54, Schindler in view of Porter and further in view of AAPA 
teaches multiple buddy lists (column 2, lines 6-16 of Schindler and column 1, lines 26-27 and 

column 10, lines 25-28 of Porter). 

Schindler in view of Porter and further in view of AAPA does not teach wherein at least 
one member of the different buddy list differs from the members of the initial buddy list. 
DeSimone et al. teaches the method of claim 43 and 52 wherein at least one member of the 
different buddy list differs from the members of the initial buddy list (column 2, lines 4-6 and 
12-14 and column 14, lines 63-65). Therefore it would have been obvious to one of ordinary skill 
in the art at the time that the invention was made to further modify the automatic linking to 
program-specific computer chat rooms of Schindler in view of Porter and further in view of 
AAPA by wherein at least one member of the different buddy list differs from the members of 
the initial buddy list because each buddy list will contain users that are interested in discussing 
different programs therefore as the user changes programs they will have a list of user willing to 

discuss that new program. 

Regarding claims 46 and 55, Schindler in view of Porter and further in view of AAPA 
teaches multiple buddy lists (column 2, lines 6-16 of Schindler and column 1, lines 26-27 and 

column 10, lines 25-28 of Porter). 

Schindler in view of Porter and further in view of AAPA does not teach wherein the 
members of the different buddy list differ from the members of the initial buddy list. DeSimone 
et al. teaches the method of claim 43 and 52 wherein the members of the different buddy list 
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differ from the members of the initial buddy list (column 2, lines 4-6 and 12-14 and column 14, 
lines 63-65). Therefore it would have been obvious to one of ordinary skill in the art at the time 
that the invention was made to further modify the automatic linking to program-specific 
computer chat rooms of Schindler in view of Porter and further in view of AAPA by wherein the 
members of the different buddy list differ from the members of the initial buddy list because 
each buddy list will contain users that are interested in discussing different programs therefore as 
the user changes programs they will have a list of user willing to discuss that new program. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to April L Baugh whose telephone number is 703-305-53 17. The 
examiner can normally be reached on Monday-Friday 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rupal D Dharia can be reached on 703-305-4003. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-3900. 
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